REMARKS 



I. Status of the Claims 

Claims 1-3 are pending in the application, claim 3 is withdrawn, and claims 1 and 2 are 
under consideration and stand rejected under 35 U.S.C. §102 and §103. The specific grounds for 
rejection, and applicants' response thereto, are set out in detail below. 

II. Objection to the Specification 

The examiner objects to an embedded hyperlink at page 12 of the specification. An 
amendment is provided removing the hyperlink. 

III. Rejection Under 35 U.S.C. §102 

Claims 1 and 2 stand rejected at anticipated by Lillie et al. Applicants traverse, and in 
light of the amendment to claim 1 which limits the upper length of the decoy to 15 bases, it is 
believed the rejection is overcome. 

IV. Rejection Under 35 U.S.C. S103 

Claims 1 and 2 are rejected as obvious over Cho-Chung in view of Morishita et al. Cho- 
Chung is cited as teaching decoy oligos that bind to transcription factors and thus inhibit 
transcription. Morishita is cited as teaching regulation of AP-1 using a decoy having a similar 7- 
mer motif as compared to the presently claimed SEQ ID NO: 15. Applicants traverse. 

FIG. 9 of the present invention shows the effects of incubation with the decoys SEQ ID 
NO: 5 and 11 on the MCP-1 (monocyte chemoattractant protein- 1) expression in human 
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endothelial cells. The decoy with the SEQ ID NO: 5 differs from the decoy with the SEQ ID NO: 
1 1 only in that the SEQ ID NO: 1 1 has two additional nucleotides at each the 5' and 3' end: 

5'- GTGCTGACTCAGCAC -3' (SEQ ID NO: 5) 

5'-TGTGCTGACTCAGCACA-3' (SEQ ID NO: 11) (see also US 2006-0281696 Al; 

[0023]) 

These results show that the decoy with the SEQ ID NO: 5 inhibits the MCP-1 expression by 
86%, whereas the decoy with the SEQ ID NO: 1 1 inhibits said expression only by 34%. This 
result is surprising since both decoys are almost identical and differs only in one additional 
nucleotide at each end of the SEQ ID NO: 11. Consequently, it must be acknowledged that the 
specific length and base composition of a decoy has an important effect on the effectiveness of 
said decoy. Thus, it is improper for examiner to assume that the SEQ ID NO: 15 would function 
in the same way as Morishita's decoy. Thus, the requisite likelihood of success required for a 
finding of prima facie obviousness is missing. 

Moreover, Cho-Chung nor Morishita disclose limitations or requirements concerning the 
length of a decoy suitable for the AP-1 inhibition. By defining the term "oligonucleotides," Cho 
Chung discloses that "... oligonucleotides are typically less than 100 residues long (e.g., between 
15 and 50) ..." (see column 8, lines 7-10, wherein the term decoys are described as 
"oligonucleotides"). In fact, Cho-Chung uses decoys with more than 20 nucleotides, and 
Morishita use a decoy with 19 nucleotides. Thus, the skilled person had no motivation to use any 
decoy with as few as 1 5 bases. 

In sum, considering relatively narrow nature of the claims as presented for 
reconsideration, and in Ught of the clear evidence showing that even minor variation in length 
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and content of oligonucleotide decoys can affect function, the cited references cannot render the 
present claims obvious. Reconsideration and withdrawal of the rejection is therefore requested. 



V. Conclusion 

In light of the foregoing, applicants respectfully submit that all claims are in condition for 
allowance, and an early notification to that effect is earnestly solicited. The examiner is invited 
to contact the undersigned attorney at 512-536-3184 with any questions, comments or 
suggestions relating to the referenced patent application. 



FULBRIGHT & JAWORSKI L.L.P. 
600 Congress Avenue, Suite 2400 
Austin, Texas 78701 
512-536-3184 



Ste-v^iMJLHighlander 
RWNb.37,642 
Attorney for Applicants 




rtfuUy submitted. 



Date: 



February 20, 2008 
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